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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-14, drawn to a kit for locating a distal femoral resection plane, 
classified in class 606, subclass 87. 

II. Claims 15-23, drawn to combination cutting and spacer guide, classified in 
class 606, subclass 79. 

III. Claims 24-26, drawn to a method of resecting the distal end of a single 
condyle of a femur, classified in class 606, subclass 88. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the kit does not require an 
integral guide portion nor does it require an opening between the femoral surface and 
the tibial surface extending from at least one of the medial edge and the lateral edge. 
The subcombination has separate utility such as being used to resect the knee without 
the presence of a shim. 
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Inventions III and I are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus can be used in a different location in the body, 
such as the ankle. 

Inventions III and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus can be used in a different location in the body, 
such as the ankle. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given 
above and the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

During a telephone conversation with Stephen J. Manich on Feb. 24th, 2006 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-14. Affirmation of this election must be made by applicant in replying to this 
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Office action. Claims 15-26 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-10 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Elliot etal. (U.S. Patent No. 5,720,752). 

Elliot et al. disclose embodiments a kit for locating a distal femoral resection 
plane. Elliot et al. disclose a kit comprising a shim, including a shim arm and a 
mounting member connected to the shim arm, and a combination cutting and spacer 
guide, including a cutting block portion and a guide arm portion (refer to Figures 20 and 
21 below). The cutting block portion has an anterior side and a posterior side and 
surfaces defining a cutting guide slot extending from the anterior side to the posterior 
side, the cutting guide slot lying in a plane defining the distal femoral resection plane. 
The guide arm portion has a posterior end spaced from the cutting block portion, a 
planar femoral surface extending outward from the posterior side of the cutting block 
portion to the posterior end, and a planar tibial surface extending from the cutting block 
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portion outward to the posterior end, the tibial surface and femoral surface being 
substantially parallel to and spaced from the distal femoral resection plane. The 
combination cutting and spacer guide has a shim mounting opening, wherein the shim 
arm has a planar contact surface for contacting part of the guide arm and a planar 
contact surface for contacting part of one of the bones of the knee, the mounting 
member being sized and shaped to be receivable within the mounting opening of the 
combination cutting and spacer guide to removably mount the shim to the guide arm. 
The shim comprises a femoral shim and wherein the arm of the femoral shim has a 
surface area substantially the same as the surface area of the femoral surface of the 
guide arm of the combination cutting and spacer guide. The kit further comprises at 
least one tibial shim having a tibial shim arm and a tibial shim mounting member 
connected to the tibial shim arm wherein the tibial shim arm has a planar contact 
surface for contacting part of the guide arm and a planar contact surface for contacting 
part of the tibia, the tibial shim mounting member being sized and shaped to be 
receivable within the shim mounting opening of the combination cutting and spacer 
guide. The planar contact surface of the tibial shim arm has a larger surface area than 
the surface area of the femoral shim. The cutting block portion is removably mountable 
to the femur. The cutting block portion and the guide arm portion are integral. The 
cutting block portion has a bottom surface co-planar with the tibial surface of the guide 
arm (see FIG. 23). The guide arm and shim is capable of being received on a single 
side of the tibia. The shim mounting opening of the combination cutting ad spacer guide 
comprises an elongate slot extending from the medial to the lateral side of the guide 
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arm. The guide arm comprises a pair of spaced parallel plates integral with the cutting 
block portion (see rail portion, ref. #62, Fig. 21, two edges are being considered "parallel 
plates"). A further embodiment of the cutting block portion includes a plurality of holes 
(ref. #40, see Fig. 12) extending from the anterior side to the posterior side for mounting 
the combination cutting and spacer guide to the femur. The kit further comprises 
anchoring members receivable within the holes in the cutting block portion and a cutting 
member receivable within the cutting guide slot (col. 1 1 , lines 17-25, and ref. #48, col. 
11, lines 46-49). 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Elliot et al. (U.S. Patent No. 5,720,752). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to construct the kit for locating a distal femoral resection plane of 
Elliot et al. with a tibial surface of the guide arm having a maximum medial-lateral 
dimension of 32 mm and a maximum anterior-posterior dimension of 57 mm, the 
combination cutting and spacer guide having a maximum anterior-posterior dimension 
along the tibial surface of the distal side of the cutting block portion and the tibial surface 
of the guide arm of 67 mm, and the femoral surface of the guide arm having a maximum 
medial-lateral dimension of 17 mm and a maximum anterior-posterior dimension of 
47mm., since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. See attached PTO-892. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Hoffman whose telephone number is 571-272- 
5566. The examiner can normally be reached on Monday-Friday 9:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo C. Robert can be reached on 571-272-4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




